PATENT 



P l]],j...\Jj >S l.i.N \TEH} ND.Tj DiiiMA.Biv.O CJ 
la re application of: 

Kevin J. Zilka et. al. 
Application No. 10/661,878 
Filed: 09/11/2003 

For: SYSTEM, METHOD AND COMPUTER 
PROGR AM PRODUCT FOR 
COLLECTING STRATEGIC PATENT 
DATA ASSOCIATED WITH AN 
IWAIiriER 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

ATTENTION: Board of Patent Appeals and Interferences 

REPLY BRIEF (3? CFJL § 41,37) 

This Reply Brief is being filed within two (2) months of the mailing of the Examiner's Answer mailed 
on 08/25/2008. 



Art Unit: 3689 

Examiner: Ruhl, Dennis William 
Atty. Docket No. SVIPGP002B 
Date: i 0/27/2008 



Following is an issue-by-issue reply to the Examiner's Answer. 



-1- 



Issue # I: 



The Examiner has rejected Claim 1-2, 4-13, 18-20, and 44-45 under 35 U.S.C. i 12, first paragraph, 
as failing to comply with the written description requirement 

Group 111: Claims 1-2, 4-1 3, 18-20 arid 44-45 

k should be strongly noted thai the excerpts cited below are set forth for illustrative purposes for 
purpose of providing at least one exemplars-' embodiment of the cited claim language. The claim 
language should not he construed as being limited to such exemplary excerpts in any manner 
whatsoever. 

Specifically, the Examiner has argued the following: 

„> iv ' J i ' i i i n a f 

3 h<~ ir each c-s - > 

t )fJ < ff t $f int&rt*c<? i t f 3d wt ! i 

least a portion of the patents of the set *« a »*co«rf Interface separate from ffse <8wtf 
interface upon the selection of an icon positioned in tho first fnfwface sm* 
assacfaieo* witn one of fi?<* s£at?sf/e$ s for drifting down from the first interface to 
ins second, 

<ljspteyu»9 second additional information associated with a; least orse of the 
patents of the list w a tfwtf interface separate from tne first mtotfmo and th& 
second interface upon <,;ck; :.s, of ;Ki::i^o^-c -con positioned in th* sucond 
trttetfscQ mrf msociat&d with one o/ ffre patents for drifting down from Bo 
second interfstco to ffte third interfam 

< •> > <. i ' w } t ' S I I' ,'i ! f 

support for the newly added limitations. 
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In response, appellant draws the Examiner's attention to Figures 13, 1.5-16 and the quoted excerpt 
from page 29, lines 22-24; page 32, lines 8-25; and page 33, lines 6-14. 
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Figure 15 



"Figure 15 illustrates an exemplary summary report 1500, in accordance with one embodiment. 
Such report 1500 may be displayed in response to the selection of the summary icon 1310 of 
one of the technology categories shown in the interface 1300 of Figure 13. In the alternative, 
such page may be generated in utilizing the report definition interface 1200 by selecting a particular 
technology category via pull-down window 1204, selecting all of the intellectual property identifiers 
via pull-down window 1202, and selecting a summary format type. Of course., the summary report 
1500 may he generated in any desired manner." (emphasis added) 



Figure 1# 



In particular, upon a user selecting one of the intellectual property Identifiers in the lists 
1502, more information relating to such intellectual property may be presented. Figure 16 
illustrates an exemplary inteMectual property details report 1600. in accordance with one 
embodiment. As shown, a patent number, status, exemplary claim and figure, etc. may be provided 
in such report. It should be noted that such intellectual property details report 1600 may also be 
generated directly utilizing the report definition interface 1200 by selecting a particular intellectual 
property identifiers via pull-down window 1202. and selecting a details format, type." (emphasis 
added) 

" As shown, the summary report 15110 lists each of the intellectual property identifiers, each 
competing patent, and each instance of competing actiuh associated with the appropriate 
technology category. For reasons that will soon become apparent, each item in the lists 1502 
ma y include a link to an additional page with more information. 



~5~ 



In an alternate embodiment, an intellectual property identifier ieo« , competing patent icon, or a 
competing activity documentation icon may be selected separately." (emphasis added) 

"It should be noted that the electronic versions of the report (those that are displayed utilizing a 
computer) may include interactive features to further analyze the data by drifting down into 
selected areas " (emphasis added) 

Thus, in view of the experts provided above, appellant respectfully asserts that Claims 1-2, 4-13, 18- 
20 and 44-45 comply with the written description requirement under 35 U.S.C. 112, first paragraph. 

In the Office Action dated 12/27/2007, the Examiner has argued the following: 

Thus, while applicant's disclosure discloses that selection of one of the patents 
may product specific information regarding such patent, that the electronic 
version of the report may include interactive feature, a graphical user interface 
(GUI) which is equipped for reporting on IP management, that the user may be 
allowed to select a summary icon on the GUI wherein such icon may act as a Nnfc 
to another page which sets forth additional information, that a summary report 
may be displayed in response to the selection of the summary icon of one of the 
technology categories or that the page may he generated by selecting a pull- 
down window, and that the summary report may be generated in any desired 
manner, applicant's disclosure does not disclose displaying first additional 
information associated with at least a portion of the patents of the set in a second 
•interface separate from the first interface upon the selection of an icon positioned 
in the first interface and associated with one of the statistics, for drilling down 
from the first interface to the second, displaying second additional Information 
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associated with at least one of the patents of the list m a third interface separate 
from the first interface and second interface upon the selection of m additional 
icon positioned in the second interface and associated with one of the patents for 
drilling down from the second interlace to the third interface. At most applicant 
discloses that applicant may be allowed to select a summary icon on the GUI, 
such icon may act as a link to another page which sets forth additional 
information and that the summary report fists each of the intellectual property 
identifiers, each competing patent etc, and that each item in fhe lists may include 
links to an additional page. Applicant also discloses that upon a user selecting 
oneofth^'>^' t property dentsfiers, more information relating to the 
property may be presented. At most, an additional page or information is 
presented. However, there is no disclosure that the page is separate for the first 
of second information. Moreover, a page is not another interface or GUI. 

Appellant respectfully disagrees and again notes that the above excerpts clearly disclose that the 
"report 1500 may be displayed in response to the selection of the summary icon 1310 of one of 
the technology categories shown in the interface 1300 of Figure .1.3" (emphasis added), and that 
" upon a user selecting one of the intellect 1 502,, more 

information relating to such intellectual property may be presented" where " Figure, ,16 , J|ustrafes 
an exemplary intellectual property details report 1600, in accordance with one embodiment " 
(emphasis added). Appellant; further notes that the interface 1300, the report 1500, and the 
intellectual property details report 1600 are all distinctly shown in Figures 13, 15, and 16, 
respectively. 

Additionally, appellant again notes that the above excerpts further teach that ' fijn an alternate 
embodiment, an intellectual property identifier teon , competing patent icon, or a competing 
activity documentation icon may be selected, separately" (emphasis added), and that "the electronic 
versions of the report { those that are displayed utilizing a computer) may include interactive features 
to further analyze the data by drilling down into selected areas ' (emphasis added). 
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Further, appellant disagrees with the Examiner's assertion that "a page is not another interface or 
GUI." For example, appellant draws the Examiner's attention to page 31, line 24, which discloses 
an "exemplary graphical user interface 1300 of Figure 13" (emphasis added), and page 32, Sines 
17-21, which teach that '''the summary report 1500 lists each of the intellectual property identifiers, 
each competing patent, and each instance of competing activity associated with the appropriate 
technology category'" and that "each item in the lists 1502 may include a link to an additional 
page with more information'" (emphasis added). Appellant again nines that the interlace 1300, the 
report 1500, and the intellectual property details report 1600 are all distinctly shown in Figures 13, 
1.5. and 16, respectively. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 

The Appelant has referred to figure 13 which is disclosed as being a 
graphical user interface 1300. The report show" in hgure '5 i$ not d>sc'Osed as being a 
i( t ice fro tf o e j j i 0 < o it t •» < ge 
Applicant seems io be arguing that because figure 13 is called an interface that any 
other pages can also be called interfaces. The e< alio? >r;g i , - * d d d >oi 
use language that called each individual pane a separate interface from each other and 
applicant's argument is not taken as persuasive . The displaying of an additional page is 
t - e nterface that Is separate fro**" rne others This 

does not see ^ m , > \>- , , o>- ' a original disclosure. The examiner does not 
believe that a separate page is considered to be a separate interlace {GUI} as has been 
argued. 

Appellant respectfully disagrees and again notes that the above excerpts clearly disclose that the 
"report 1500 may be displayed in response to the selection of the summary icon 1310 of one of 
the technology categories shown in the interface 1300 of Figure 13 < e on' 1 >, and that 

" upon a user selecting one of the intellectual property identifiers in the lists 1502 t more 
information relating to such intellectual, property may be presented'" where " Figa re 1 6 iilu sir ates 
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an exemplary intellectual property details report 1600, in accordance with one embodiment ," 

where "the electronic versions of the report (those that are displayed utilizing a computer) may 
include interactive features to further analyze the data by drilling down into selected areas " 
(emphasis added). Appellant further notes that the interface BOO, the report 1500, and the 
intellectual property details report 1600 are all distinctly shown in Figures 13, 15, and 16, 
respectively. 

Thus, in view of the excerpts provided above, appellant respectfully asserts that Claims 1-2, 4-13, 
18-20 and 44-45 comply with the written description requirement under 35 U.S.C, 112, first 
paragraph. 

Issue # 2: 

The Examiner has rejected Claims 1-2, 4-13, 18-20, and 44-45 under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which appellant regards as the invention. 

Group HI: Claims 1-2, 4, 7, 10, //, 13, 18-20. and 44-45 

Specifically, the Examiner has argued the following: 
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storing ihe manually 



ie in association **h the at ieast one identifier by 
i the ftte tmtt the at toast vm idrntifmr, thus 



First, it is. not cisar what 



as a fife. Second, what 



, , t< !c ; ■ - in association /r* ! 



/ the /) i. selected t ,. t > [he at ;essi one I i' thus a 



by associating tae fsie vv-th the srfent'fs^r ■' 



In response, appellant relies on the plain and ordinal) meaning of "file" and "identifier;' 



In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 
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With respect to the 112,2^ paragraph rejection, the argument is not persuasive, 
wlh me exception that with respect to the limitation of a "fie" and what that means as 
well as what is meant by "accessiWe", those portions of the rejection has been 
withdrawn ami overcome in vhsw of the arguments. 

Wsth respect So the issue ot whet «s mearsj by the language oi "providing a 

>ne identifier me appellant ha no 

exf i \ d ore /fde* 

same seems true of lor the issue regartf&ig the identifier and what scope mis term has. 
Applicant seems to only argued mat the appellant "relies on the plain and ordinary 
meaning of "iiie" and "identifier", "correspondence*, associated, etc/'. This '® not 
addressing the issue that was set forth Oy me exansner The appellant has not ever? 
, f -> t < j > < i ( , > ) <• < o s \ i 

position of the appellant is. The 112 rejection for these Issues will be maintained due to 
a tack of a persuasive traversal 

Appellant respectfully disagrees and notes that it appears that the Examiner has taken issue with 
many terms that may be found in the dictionary. Additionally, appellant, again notes that the above 
claim language, including "identifier," "correspondence," and "associated," is to be read according 
to the plai n and ordinary meaning thereof in view of dictionary definitions, etc. 

Further, the Examiner has argued: 
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The applicant lias a sfep of storing the manually en tared notes Irs association 
with at least one identifier and ihm & &t®p of allowing a selection of a file. Then the 

{ > 1 s 1 5' ,s i , < < > s 5 | f( 3 {i (t,f« 

f( * 5 * s J IU (. v 1 - )t a I" 

ientifii t» idi t t i In plurality of patents 

ttho te er stored -ste"> 
a\ t j v 1 - < - at -past om 

to; seou I v * s 1 * - t J s h< there be a 

fi»sta^dse.v 1 4 : N v. Use notes? 

Furthermore; the applicant has a step of allowing the manual ssieefson of a tiie. if there 
is only 'one f ■ w m ther« tf s fa second file? 

Regarding the first inquiry, the claim language is purposefully drafted in a broad manner so not to 
be limited to a scenario where "the first identifier is the same identifier that the notes were stored 
with," In other words, it may or may not be and to specify one way or another would be unduly 
limiting to the claims. 

Regarding the second inquiry, the claims do not require "only one identifier" but rather "at least 
one." 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 
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it seems that the claim recites "at least one identifier' and "a first identifier* 
and 3 "sec ■ s; ' ihen tt ss claimed that there is coropi ler soc at 4 a 

c e v at 1 * t > <- -j ee ) ( a c s * at e 1 
identifier can actually be the same identifier or H may not be? This does not seem to 
< r<~* . i * iairn unc.e where it se; > s ✓ « v 1 

l\i ( iiK„t . k oro 4 :CS( 5 to 1 ("'f s 1 e 

\y an -srgung that ttie claim 

language is broad, which is not persuasive. 

Appellant respectfully disagrees and again notes that in response to the Examiner's question "is the 
first identifier the same identifier that the notes were stored with?" appellant has responded that it 
may or may not be and to specify one way or another would be unduly limiting to the claims, since 
the claim language is purposefully drafted in a broad manner so not to be limited to a scenario where 
"the first identifier is the same identifier that the notes were stored with." 

Additionally, appellant respectfully notes that the pertinent claims clearly require "associating a 
plurality of patents with the at least one identifier " (emphasis added). Additionally, the claims 
disclose "a first identifier corresponding to a single patent" as well as "a second identifier 
corresponding to a group involving a plurality of patents." Therefore, the aforementioned language 
does not necessarily ~"requir[e] anywhere from 4 identifiers to an open ended upper limit," as argued 
by the Examiner. 

In the Office Action dated 12/27/2007, the Examiner has argued that appellant's above response is 
"non-responsive to the question" of "[i]f there is only one file, how can there be a first file and a 
second file?" Appellant respectfully disagrees and notes that appellant specifically claims 
"receiving the manual selection of a file," not that "there is only one file" as asserted by the 
Examiner. 

Further, in the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 
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W tr -e^ee* to *nc ssoc o + the t e ?ro how Tt«r> h e-t? are <he ergi men; ooes 
ot set to be persuasive cecai al , * j < gueo I 't < t ang ;e 

recites 'receiving tha m; uslse on o? a m« J ^ueo that does not recite 
orty one e is sseoed e examine «t response e claw cope appears t< 

recite one rile and then me Question is how can there be a I s5 and T 3 file if there is only 

one in the scope of the claim. This issue does ml seem to have been addressed by the 

appellant 

Appellant respectfully disagrees and again points out that appellant specifically claims "receiving 
the .manual selection of a file," where "the manually selected file [is associated] with the at least one 
identifier," which does not preclude appellant's further language claiming "a manually selected first 
tile,,, associated with a first identifier corresponding to a single patent, and a manually selected 
second file. . . associated with a second identifier corresponding to a group involving a plurality of 
patents." As a result, there is not a limitation of "only one [file] in the scope of the claim," as argued 
by the Examiner, since appellant specifically claims "receiving the manual selection of a file," not 
that "there is only one file," as asserted by the Examiner. 

Also, the Examiner has argued the following; 

The applicant has a step of associating a plurality of patents with tfrm at feast 
on® mmifmr. Page 8 of the specification states that an identifier may include a patent 
number. ;.>..;••:': :> appiieai-on ^ t a' numbec issue _w r ; - *U o'o-ike: t tmb*- arv. o' 
o ^ ct*cr pvcrn a: - ! I f ~ * tua t % ertv 

ThtN bow can a plural iti >ted wit 

Appellant respectfully asserts that the claims are not limited to u a plurality of patents [being] 
associated with one patent number," as suggested by the Examiner. 

Further still, in the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 
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With r«spect I© tie Issue reg^rtfatg tie associat • - I tents with at: 

* < } . f v fis * , t ! 1 * > 1 \ tr * i e » > 1 , <ope feat allows 

<x v n h < N < u)i i jost ! * t ■> )>s . - ; <> . <^eo& en-* tm u «• < 
with one pah nu bet k.I ue does ot &eem to nave seen pecficatt argued 
by appellant. The argument found on page 28 of the response is not gusts clear to the 
Instant examiner as it does not seers to address the issue set forth by the examiner in 
tie Final rejection* 

Appellant respectfully disagrees. First, appellant has not stated that "the claims do not have a scope 
that allows for the identifier to be associated with just one patent number," as argued by the 
Examiner. Additionally, it appears as though the Examiner has again taken issue with the term 
"associating" claimed by appellant. Appellant respectfully notes that appellant's claimed 
"associating a plurality of patents with the at least one identifier" is to be read according to the plain 
and ordinary meaning thereof in view of dictionary definitions, etc, as argued hereinabove. 

Still yet, the Examiner has argued; 

The applicant states in the s eamt thai * - - 1 t« > a r » s- i- t g 
patents. Then the applicant list the steps of displaying a notes field, storing the 
manua y nterec otes •> axacc «t n*rt r tc< itfsfci i * i " •><■ ■ >f > c ( * i e 
storing the file wit tN - a? . - 1 . \ , * : if ' ft 
The applicant then adds the angiage ;vhe'*tn the manually enhoied notes at ea^t one 
of the manually selected files, and the patents are accessible ->y subseq -ent sekscfion 

the at least one idenefse - 1 i * spspli , "it It is not 

ctaar what applicant is claiming >n thiaatep. 
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In response, appellant relies on the plain and ordinary meaning of "accessible." 

In the Examiner's Answer dated 08/25/2008, the Examiner has admitted that the rejection regarding 
"what is meant by "accessible'.., has been withdrawn and overcome in view of the arguments," 

Moreover, the Examiner has argued: 

The applicant then has added the language that "wherein a set of patents is 
mporiml by - what does the applicant mean by ( reported"? What set of patents &m 
being reported? 

In response, appellant relies on the plain and ordinary meaning of "reported." Further, the claims 
have been clarified. 

In the Office Action dated 1 2/27/2007, the Examiner has argued that appellant's above statement "is 
non -responsive to the question." Appellant respectfully disagrees and again notes that appellant 
relies on the plain and ordinary meaning of "reported." Further, appellant respectfully notes that 
appellant specifically claims that "a set of the patents is reported" (emphasis added), in the context 
claimed by appellant. 

in the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 

With respect to what is meant by reciting that a set of patents is "reported", 
appelant has relied upon the plain and ordinary meaning of this term, but has failed to 
provide re exa^ „ , < s ei W**?t cues afx«? a* < fo 

the plain and ordinary meaning of this term? Appellant has not explained or sufficiently 
rebutted the position of the e> nt >fir* * * < m , 
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Appellant respectfully disagrees. First, it appears that the Examiner has taken issue with many 
terms that may be found in the dictionary. Additionally, appellant again notes that the above claim 
language is to be read according to the plain and ordinary meaning thereof, in view of dictionary 
definitions, etc. For example, an illustrative dictionary definition of "report" is "[fjo make or 
present an often official formal or regular account of {The American Heritage^.; Dictionary of the 
English Language fourth Edition. Houghton Mifflin Company, 2004). 

The I xaminei h* d 1 ti i Ih atoned the following: 

lh sM h< i t i, t T ^ > ,, j f . ; " t , v *0 O 

category ofteennobgy utilizing & graphical user interface and displaying statistics 
mgmtimg a number of patents of the ae,' in each category o>> mhmtogy. 

First, api < ^ cairns, one oats 1 - 2 ipla ig J & 

* ( ^ , ( f f b i 1 } If I t [ i t < f 

technology. How can 000 category become each category" Where does the 
technology mapping come from? 

Regarding the present inquiry, appellant respectfully asserts that the claims were clarified in the 
amendment dated 09/21/2007 to avoid this issue. Specifically, appellant clearly claims "displaying 
a technology mapping depicting a plurality of categories of technology." 

in the Office Action dated 12/27/2007, the Examiner has admitted that "[appellant] has amended the 
claims to overcome the question of how can one category become each category," but has again 
argued **where does the technology mapping come from" and has further argued that "[t]he claim 
language up until now t elates to notes fields and identifiers Appellant respecti li agrees and 
notes thi >pe!iam specifically cl i \ j n r t 1 ' g ie ' , • 1 . <h:LL 1 _pf |,«dif\ j.? 

categories of technology utilizing a graphical user interface" (emphasis added), in the context 
claimed by appellant. 

In the Examiner's Answer dated 08/25/2008, the Examiner has removed the "issue of the 
'technology mapping' and where the mapping comes from.,, as it has been overcome." 
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The Examiner has also argued: 



least a portion of paints of the set in a second Mao* separate from the first interface 
upon the selection an positioned m tee first interface and associated with one of tee 
statistics, for drilling down from foe first interface to the second interface, the first " 
information including a list of patents of the set associated with one category of 
technology: displaying a second additional wherein the second additional information is 
< 1 f or" - r t t ) v ^ > f < t <■< i t "5 i an * > < \ I 1 1 , 



o en* >n ssdispfa i . nd net see and 
^ is displayed tn a third interface, 
it is not clear how the set of patents feeing delayed is connected to the identifier 
or the fiie, if is uactearte the Examfcer what the applicant is claiming m the claim 
taneuane. Applicant has started out with a notes field, storing the notes fteld with 

at least one identifier {it is not clear where the plurality of patents co 



by sanction of the at it 



clea; what sot of oafea s o 



it set of 
displaying a 

(note that the patents 



i category of technology 
4ep.K dfepiaying statistic* 
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regarding a number of patents of the set in each caters >rj te that m w w« ave 
more than one category, wherein the step above one requires one category), 
displaying additional information in a second interface, wherein the first 
additional Information includes a Hat of the patents of the set associated with one 
category of technology (note that now we are back to one category of technology and 
thatth® information includes a iist of the patents of the set associated with this one 
<<iko.euen , >' to technology 

mapping depleting at feast one ~a egor) f te h vt % in s > ^ in >a < 
displaying second information associated with at least one of the patents in tile 
list In a third interface (however, it is oncfear where this list even comes from), 

number, a status, a claim or a figure. What does Ida; mean? Your first information is 
nvrma n ^ > »l t n* n li oust ihu 1. 

status????), 

Appellant respectfully asserts that the claims were clarified in the amendment dated 09/21/2007 to 
avoid tins issue. 

In the Office Action dated 12/27/2007, the Examiner has merely "disagree[d] with [appellant's] 
assertion" but has failed to specifically respond to appellant's arguments with respect to the 
aforementioned claim language. Thus, withdrawal of such rejection is respectfully requested. 

In the Examiner's Answer dated 08/25/2008, the Examiner has merely argued that "the appellant has 
not actually provided any argument for this issue" and that "the argument is not persuasive." 
Appellant respectfully disagrees and again notes that the claims have been clarified in the 
amendment dated 09 21 2007 in order to avoid the aforementioned issue. 

Further still, die Examiner has argued the following: 
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Trse applicant slates ; n me claim language lha? wherein pc; notes and a* least 
one of tna ■* are made accessible » o$her parCes ;jfi;rslng e-maif. This is. unclear. 
V I * , * ' > i' i „ , o,- s ^ A V \ * s s^n « N 

Appellant respectfully relies on the plain and ordinary meaning of such terms. It appears that the 
Examiner has taken issue with many terms that may be found in the dictionary. In response, 
aj >ella.n t ym << \\ ecifull} relies on the plain and ordinary meaning of such terms, as evidenced by 
relevant dictionary definitions, etc. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued tire following: 

On page 31 of the Appeal Brief appellant argues that appellant has relied upon 
the plain ar ordinary , I emc bi s U ed to provide the examiner wish 

any actual definition to consider. What docs appellant feel Is the plain and ordinary 
mean ng of this term? Appelia 
of the examiner to fine the argument p$mm&m. 

Appellant respectfully disagrees and again notes that it appears that the Examiner has taken Issue 
with many terms that may be found in the dictionary. Again, appellant notes that the above claim 
language,, including the phrase "made accessible," is to be read according to the plain and ordinary 
meaning thereof in view of dictionary definitions, etc. 

Group #3; Claim 5 and 6 

With respect to dependent claims 5 and 6, the Examiner has argued the following: 

4 > " mo. a t* >■ v i-.f i i ^ y i .age «" ^ at 

\ t < nodif> con 



Appellant respectfully relies on the plain and ordinary meaning of such terms, it appears that the 
Examiner has taken issue with many terms that may he found m the dictionary. In response, 
appellant again respectfully relies on the plain and ordinary meaning of such terras, as evidenced by 
relevant dictionary definitions, etc. 

hi the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 

For claims 5 and 8, the argument is not persuasive. The examiner stated thai St 
was not clear as to what is meant by 'the at least one identifier is determined utilizing an 
add scon or a modify Icon, The response from appellant is reliance upon the plain and 
ordinary meaning of certain terms without actually providing any explanation as to what 
the plain and ordinary meanings actually are. No definitions have been provided so it is 
not clear what the position of the appellant actually is. 

Appellant respectfully disagrees and notes that it again appears that the Examiner has taken issue 
with many terms that may be found in the dictionary. Additionally, appellant again notes that the 
above claim language is to be read according to the plain and ordinary meaning thereof, in view of 
dictionary definitions, etc. 

Group 113: Claim S and 9 

With respect to dependent claims 8 and 9, the Examiner has argued the following: 

Appellant respectfully relies on the plain and ordinary meaning of such terms. It appears that the 
Examiner has taken issue with many terms that may he found in the dictionary. In response, 
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appellant again respectfully relies on the plain and ordinary meaning of such terms, as evidenced by 
relevant dictionary definitions, etc. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 

For claims 8 and 9, the issue set forth by the examiner was what was meant by 
"a file structure field* and a "file tree structure*. In response appellant again argues that 
they have relied upon the plain and ordinary meaning of certain terms without actually 
providing any explanation as to what the plain and ordinary meanings actually are. No 
definitions have been provided so if is not clear what the position of the appellant 
actually ls> 

Appellant respectfully disagrees and notes that it again appears that the Examiner has taken issue 
with many terms that may be found in the dictionary. Additionally, appellant again notes that the 
above claim language is to be read according to die plain and ordinary meaning thereof, in view of 
dictionary definitions, etc. 

Group M4: Claim 12 

With respect to dependent claims 12, the Examiner has argued the following: 

in Claim 12, ■! is unclear what ostmkxsnt Te< ^ 1 * >o^te J 

the at east one identify i by searching a data! eadyex sting 

identifiers. This is unclear. H is not clear what the applicant =s searching or what the 
applicant is searching ton 

Appellant respectfully relies on the plain and ordinary meaning of such terms, it appears that the 
Exanuner has taken issue with many terms that may be found in the dictionary {and are not even 
technical in nature). In response, appellant again respectfully relies on the plain and ordinary 
meaning of such terms, as evidenced by relevant dictionary definitions, etc. 
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In the Examiner's Answer dated 08/25/2008, the Examiner lias argued the following: 

For claim 12, appelant again aigues that they have mlied upon the plain and 
ordinary meaning of certain terms without actually providing any explanation as to what 
the plain and ordinary meanings actually are. No definitions nave been provided so it is 
not clear what the position of the appelant actually is. 

Appellant respectfully disagrees and notes that it again appears that the Examiner has taken issue 
with many terms that may be found in the dictionary. Additionally, appellant again notes that the 
above claim language is to be read according to the plain and ordinary meaning thereof, in view of 
dictionary definitions, etc. 

Issue # 3; 

The Examiner has rejected Claim 20 under 35 U.S.C. 112, second, paragraph, as being indefinite for 
fading to particularly point out and distinctly claim the subject matter which appellant regards as the 
invention. 

Group #7; Claim 20 



The Examiner has argued the following; 



It is not least *h »t statu ory class applk ant is con nginfr A -system an 
be an apparatus, whereby there would need to be some m%&$m of structu*^ 
Applicant ids • - : e invention as a svs'- 1 - - • compute? readable 
medium. However, applicant has not clawed the code as being on the medium. 
Thus, so far, the invention appears to be directed to a system comprising a 
computers adabiemed m it is not clear wha ippli \ *■ * as as a medio 
In the specification. Not ai computer readable mediums are statutory. te f signals, 
carrier waves. Thus, it is unclear what &p0m$k. h claiming in claim 20. 

Appellant respectfully disagrees and notes that appellant specifically claims "[a] system 
comprising... a computer readable medium." In addition, appellant respectfully points out, just by 
way of example, that Figure 2 of appellant's specification as originally filed clearly shows various 
examples of tangible computer readable media. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 

For claim 20, the issue of whether or not the claim scope includes a storage 
medium such as a signal or a carrier wave has not been addressed by the appellant 
Also not addressed was the issue of whether or not the computer code was actually 
stored on toe storage medium, it' the computer code is not recited as being stored on 
the storage medium then what is the system made up of? The examiner can read that 
the claim recites "a system comprising" and "a computer readable medium", so just 
repeating what is ai ready known is not addressing the issue at hand. 

Appellant respectfully disagrees and again notes that appellant specifically claims "[a] system 
comprising... a computer readable medium" as well as "computer code/' as claimed by appellant. 
In addition, appellant again respectfully points out, just by way of example, that Figure 2 of 



appellant's specification as originally filed clearly shows various examples of tangible computer 
readable media. 

Issue #4: 

The Examiner has rejected Claims 1-2, 4-13, 18-20, and 44-45 under 35 U.S.C. 103(a) as being 
unpatentable over Rivette et al (U.S. Patent No. 2003/0046307) in view of Bamett et al, (U.S. 
Patent No. 2002/0082778). 

Group M: Claims I, 8-13, 18-20, and 44-45 

The Examiner has relied on the Rivette and Barnett references to make a prior art showing of 
appellant's following claim language; 

"displaying statistics regarding a number of the patents of the set in each of the 
categories of technology in a first interface, 

displaying first additional information associated with at least a portion of the patents 
of the set in a second interface separate from the first interlace upon the selection of an icon 
positioned in the first interface and associated with one of the statistics., for drilling down 
from the first interface to the second interface, wherein the first additional information 
includes a list of the patents of the set associated with one of the categories of technology, 

displaying second additional information associated with at least one of the patents of 
the list in a third interface separate from the first interface and the second interface upon the 
selection of an additional icon positioned in the second interface and associated with one of 
the patents, for drilling down from the second interface to the third interface, wherein the 
second additional information includes at least one of a patent number, a status, an 
exemplary claim, and an exemplary figure" (see this or similar, but not necessarily identical 
language in the independent claims). 

First, the Examiner has argued that Figures 111-112 and 117-134 of Rivette meet appellant's 
claimed "displaying statistics. ..in a first interface, displaying first additional information in a second 



interface. [and] displaying second additional information in a third interface" (see this or similar, 
but not necessarily identical language in the independent claims). 

Appellant respectfully disagrees and asserts that the description of Figures 1 11-1 12 only states that 
"TIG 1 i i is an e> itople disp forma ing the d' \\ patent 1 a in a fust window and 
notes in a second window" ( see Paragraph [0101]), and that 'TIG. 112 is an example display format 
showing the display of patent text in a first window and patent image in a second window" (see 
Paragraph [0102]). Additionally, Figures 117-134 only disclose "an example console screen shot," 
"screen shots for creating a new group," "screen shots for searching through the databases," ''screen 
shots for displaying text and images of documents," and a "screen shot for creating a document 
note" (Paragraphs [0107]-[01 11]), among others. 

CM tyi cut texj i f ii_ i s r v 1 i | m ts displaying a 

screen shot and screen shots for creating a group, searching a database, displaying text and images 
of documents, and creating a document note, as in Rivette, fails to teach or suggest "displaying 
statistics . . . in a first interlace" (emphasis added), as appellant claims. In fact, appellant notes that 
simply nowhere in Figures 111-112 of Rivette is there any showing of any sort of statistics , as 
appellant claims. Specifically, appellant points out that appellant claims "statistics regarding a 
number of the patents of the set in each category of technology " in the context claimed. Figures 
111-112 of Rivette only relate to patent text, patent notes, and a patent image associated with a 
single patent, such that Rivette does not disclose, and would not even suggest "displaying statistics 
regarding a number of the patents of the set in each category of technology" (emphasis added), as 
claimed. Similarly, Figures 111-112 of Rivette also does not show "displaying first additional 

information associated with at least a portion of the patents of the set in a second interface 

wherein the t itional i id > lu patents of the set associated with one 

category of technology" (emphasis added), in the context claimed. 

Moreover, appellant respectfully points out that on pages 16-17 of the Office Action dated 
12/27/2007, the Examiner even admits that "Rivette does not explicitly [disclose].., wherein the 
statistics are displayed in a first interface, the first additional information is displayed in the second 
interface, and the second additional information is displayed in a third interface." Tims, the 



Examiner has expressly acknowledged that Rivette does not disclose appellant's claim language 
argued abo ve. 

Appellant further notes, however, that the Examiner relied on Figures 21-24 of Barnett in arguing 
that "Barnett discloses... [that] the first additional information includes a list of patents of the set 
associated with one category of technology, and wherein there is second additional information 
selected from the group consisting of a patent number, status, exemplary claim or figure, and 
wherein the statistics are displayed." 

Appellant respectfully asserts that the Examiner's above cited argument fails to even address 
appellant's claim language admitted by the Examiner to not be met by Rivette, namely "displaying 
statistics. . . in a first interlace; displaying first additional information in a second interface separate 
from the first interface..., [and] displa - ond additional information in a third interface 
separate from the first interlace and the second interface," as claimed. Thus, appellant respectfully 
asserts that the Examiner has failed to make any specific prior art showing of appellant's specific 
claim language. 

In the Office Action dated 12/27/2007, the Examiner has merely argued that the newly relied upon 
Figures 1 17-134 teach such claim language. Appellant respectfully disagrees for at least, the reasons 
noted above. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 



ge M cr the Appea B ! el appellant n-njes the 
displaying of statistics In a 1* and 2 mi Interface as claimed. On the bottom of page 34 it 
is slated thai Rivette discloses the displaying of Information in 1st and 2nd windows. As 
far as the display of information goes, Rt e pie windows 

which is seen as satisfying the claimed 1st and 2nd interfaces because the instant 
specification discloses the use of more than one window, Just like the prior art. 
Regarding the limitation of the display of statistics, the instant examiner sees the kind of 
data that is displayed as being directed to non functional descriptive material as this is 
just the display of a broad recitation to data. The scope of the term "statistics regarding 
a number of patents" is broad language that can be satisfied: by the display of any 4BiB 
regarding a number of patents. The argument that the prior art dees not display 
"statistics" Is not persuasive as this term is broad and because the prior art displays 
information about patents, this is seen as satisfying what is claimed. Patent text, patent 
notes, and patent images are considered to satisfy what is claimed as this is patent 
information regarding patents. 

Appellant respectfully disagrees and notes that, appellant specifically claims "displaying 
statistics . in a first interface, displaying first additional information in a second interlace..., [and] 
displaying second additional information in a third interface" (see this or similar, but not necessarily 
identical language in the independent claims}, which is not "just the display of a broad recitation to 
data" or "broad language that can be satisfied by the display of any data regarding a number of 
patents." as argued by the Examiner. 

Additionally, appellant again notes that even the Examiner has admitted that "Rivette does not 
explicitly disclos[e]... wherein the statistics are displayed in a first interlace, the first additional 
information is displayed in the second interface, and the second additional information is displayed 
in a third interface" on Pages 16-17 of the Examiner's Answer dated 08/25/2008. Thus, the 
Examiner has expressly acknowledged that Rivette does not disclose appellant's claim language 
argued above. 
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Additional) „ ■ < ires 111-1 J 2 of Rivette only relate to patent text, patent 

notes, and a patent image associated with a single patent, and that Rivette merely displays a console 

screen shot and screen shots for q eating a gtouf _. cl u a database , displaying text and images 

of documents , and creating a document note , which fails to teach or suggest "displaying 
- J 1 >tscs in a fust interface' (emphasis added}, where appellant claims "'statistics regarding a 
number of the patents of the set in each category of technology" in the specific context claimed by 
appellant. 

The Examiner has also relied on Paragraph [0270] in Rivette to meet appellant's claimed "drilling 
down from the first interface to the second interface..., [and] drilling down from the second 
interface to the third interface" (see this or similar, but not necessarily identical language in the 
independent claims). 

Appellant respectfully asserts that such excerpt from Rivette merely discloses that "jf]he operator 
may be able to uncover additional useful data by viewing, analyzing, and/or processing these parent 
and child groups, either with or without the original group." In addition, appellant notes that 
Paragraph [027 .1] in Rivette simply mentions "data drilling." Thus, it seems the Examiner has failed 
to consider the full weight of appellant's claimed limitations. 

In particular, as noted above, Rivette only generally teaches viewing, etc. parent, and child groups 
with or without an original group, in addition to data drilling, which fails to specifically disclose 
" displaying first additional information associated with at least a portion of the p atents o f the set in a 
second interface separate from the fir s t. .int erface upon the selection of an icon positioned in the first 
interface and associated with one of the statistics, for drilling down from the first interface to the 
second interface , wherein the first additional information includes a list of the patents of the set 
associated with, one of the categories of technology, [and] displaying second additional information 
* v,.u • -vui at oa st one of the patents of the list in a third interface separate from the first 
inter! < and thi >econ< iterfaa up* * ! < - Hon of an aclditi nal icon positioned in the second 
interface and associated with one of the patents, foxdrilh^ 

eri e« herein the second additional information at least one of a patent number, a status, an 



exemplary claim, and an exemplary figure" (emphasis added), as claimed. Only appellant claims 
and teaches drilling down, in such a specific manner. 

In the Examiner's Answer dated 08/25/2008, tire Examiner has stated the following: 

Appellant urates thai Rivette 
discloses viewing parent and child groups with or without an original group, in addition 
to data drilling, but it is not dear as to why the language of Rivette does not satisfy what 
is claimed. The display of information in interfaces as claimed has already been 
addressed and as best understood by the examiner „ with respect to the drilling down 
limitation, the prior art satisfies what is claimed, 

Appellant respectfully disagrees. First, appellant again notes that as shown above, Rivette fails to 
disclose "[fjhe display of information in interfaces as claimed," as argued by the Examiner, Further, 
the Examiner's arguments that "as best understood by the examiner, with respect to the drilling 
down limitation, the prior art satisfies what is claimed" and that 'it is not clear as to why the 
language of Rivette does not satisfy what is claimed" fail to address appellant's arguments with 
respect to the aforementioned claim language. Thus, a notice of allowance or specific prior art 
showing of each of the foregoing claim elements, in combination with the remaining claimed 
features, is respectfully requested. 

Furthermore, the Examiner has argued that. "Rivette displays interfaces showing different 
information relating to patents, wherein the interfaces have three interlaces (Figs 57, 125, 117)" to 
meet appellant's claimed '"displaying statistics regarding a number of the patents of the set in each 
of the categories of technology in a first interface , displaying first additional information associated 
with at least a portion of the patents of the set in_.j..seco;^ 

interface. [and] displaying second additional information associated with at least one of the 
patents of the list in a third interface separate fit m the fit s| in erfaj t nd the >< .< nd interface" {see 
this or similar, but not necessarily identical language in the independent claims-emphasis added). 
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Again, it seems that the Examiner has failed to consider the foil weight of appellant's claim 
language. Appellant respectfully asserts that simply disclosing interfaces showing different patent 
information, as noted by the Examiner, fails to specifically disclose disj tyh t regarding a 

number of the patents of the set in each of the categories of technology in a first interface , displaying 
in st additn i irni i ! ted with at least a portion of the patents of the set in a sec nd 
interface separate from die first interface ..., [and] displaying second additional information 
associated with at least one of the patents of the list in a third interface se parate from the first 

interfa md the mJ unci tan (emphasis added) in the context claimed by appellant. Appellant 

also respectfully asserts that Figures 57, 125, and 117 from Rivette, as relied on by the Examiner, 
also fail to disclose such specific claim language. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 

As stated prev ou cant's specification d-sc-oaes the use of separate windows not 

interfaces, so this extent the prior art satisfies what is claimed because the prior art 
leaches the use of different windows. As far as the data that ss displayed, the prior art is 
seen as satisfying the data as previously addressed. 

Appellant respectfully disagrees. First, it. appears that the Examiner is mixing alleged deficiencies 
under 35 U.S.C. 112, with the current rejection under 35 L'.S.C. 103. Additionally, as shown above, 
appellant clearly claims "displaying statistics regarding a number of the patents of the set in each of 
the categories of technology in a first interface , displaying first additional information associated 
with at least a portion of the patents of the set in a second m t< I < ate hunt the first 

interface ..., [and] displaying second additional information associated with at least one of the 
patents of the list in a third interface separate from the first interface and the second interface " 
(emphasis added), as claimed, which is clearly supported by appellant's specification. 

Further, it appears as thought the Examiner has merely reiterated the above rejection and has failed 
to respond to appellant's arguments with respect to the aforementioned claim language. Thus, a 
notice of allowance or specific prior art showing of each of the foregoing claim elements, in 
combination whh the remaining claimed features, is respectfully requested. 
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Still yet, the Examiner has admitted that Rivette does not explicitly disclose displaying a technology 
mapping, but has argued that "page 2 [0025] does not exclude technology mapping." Appellant 
respectfully asserts that simply because the Rivette reference does not "exclude" something, does 
not mean it discloses, teaches, or suggests die same. 

in the Examiners Answer dated 08/25/2008, the Examiner has argued the To I lowing; 

mm respect to the technology mapping, the examiner hps relied upon Bandit for 
this limitation and the appellant has only argued that because Rivette does not exclude 
technology mapping does not mean that it discloses or teaches technology mapping 
The secondary reference to Bamett ?s what was relied upon for a teaching of the 
technology mapping and applicant has only argued the pnmsry reference, which is not 
persuasive. There does not appear to be any other discussion or argument concerning 
this limitation. 

Appellant respectfully disagrees and notes that, as shown on Page i 6 of the Examiner's Answer 
dated 08/25/2008, the Examiner has argued that "Rivette does not explicitly disclosfe] displaying a 
technology mapping (although page 2 [0025] does not exclude technology mapping)," which clearly 
references Rivette, contrary to the Examiner's above assertion. Additionally, appellant points out 
that Paragraph [0025] of Bamett merely "illustrates how the various aspects of the ceil selection 
score, activity or innovation, concentration or dominance, and predictive activity or innovation can 
be graphically represented on a bubble chart and interpreted," which does not disclose "a technolog y 
mapping depicting a plurality of categories of technology utilizing a graphical user interface" 
(emphasis added), in the context claimed by appellant 

Moreover, appellant respectfully asserts that the Examiner has faded to make a specific prior art 
showing of alj of appellant's claim limitations. For example, the Examiner has failed to make a 
prior art showing of appellant's claimed "displaying first additional information associated with at 
least a portion of the patents of the set in a second interface separate from the first interface imonjhe 
selection of an icon positioned in the first interface and associated with one of the statistics , for 
drilling down from the first interface to the second interface, wherein the first additional information 



includes a list of the patents of the set associated with one of the categories of technology, [and] 
displaying second additional information associated with at least one of the patents of the list in a 
third interface separate from the first interface and the second interface upon the selection of an 
additional icon positioned in the second interface and associated with one of the patents , for 
drilling down from the second interface to the third interface, wherein the second additional 
information includes at least one of a patent number, a status, an exemplary-' claim 7 and an exemplary 
figure" (emphasis added), as claimed. 

Appellant respectfully asserts that only appellant claims and teaches drilling down based on 
"selection of an icon positioned in the first interface and associated with one of the statistics," and 
drilling down based on "selection of an additional icon positioned in the second interface and 
associated with one of the patents," as claimed. 

In the Examiner's Answer dated 08/25/2008, the Examiner has merely argued that the above 
language "has already been addressed by the examiner. 15 Appellant respectfully disagrees and 
additionally notes that the Examiner has failed to respond to appellant's arguments with respect to 
the aforementioned claim language. Thus, a notice of allowance or specific prior art showing of 
each of the foregoing claim elements, in combination with the remaining claimed features, is 
respectfully requested. 

Appellant again emphasizes that many benefits arise from the synergy of the technology mapping, 
and the remaining claimed framework. Specifically, a user is capable of associating patents with at 
least one identifier (with additional notes associated therewith), and also obtaining technology- 
related metrics regarding a set of patents, with one framework that is more effectively organized (see 
details of claims). Specifically, only appellant teaches and claims such a drill-down technique for 
accessing information relating to the patents subject to the technology mapping, which is believed to 
be unique, when taken in combination with the remaining claim elements. 

In the Examiner's Answer dated 08/25/2008, the Examiner has stated the following; 



On page 39 appellant implies that the claimed invention provides some son of 
synergistic result; however, the examiner notes that no evidence or explanation of what, 
the synergistic result Is has been provided tor review. No showing of any "synergistic" 
result has been made. 

Appellant respectfully disagrees and again notes that only appellant teaches and claims the 
aforementioned drill-down technique for accessing information relating to the patents subject to the 
technology mapping., which is believed to be unique, when taken in combination with the remaining 
claim elements. Additionally:, appellant notes that the Examiner has tailed to respond to appellant's 
above arguments with respect to the aforementioned claim language, and as a result, a notice of 
allowance or specific prior an showing of each of the foregoing claim elements, in combination with 
the remaining claimed features, is respectfully requested. 

Additionally, with respect to appellant's independent claims, the Examiner has argued that "these 
differences are only found in the nonfunctional descriptive material and. are not functionally 
involved in the steps or structure recited," in that the "data does not alter how the system functions 
or the steps are performed," and the "displaying would be performed the same regardless of the 
data." The Examiner has therefore concluded that "this descriptive material will not distinguish the 
claimed invention from the prior art. in terms of patentability." 

Appellant respectfully disagrees and points out the following from MPEP 2.106: 

"The presence of the claimed nonfunctional descriptive material is not necessarily 
determinative of nonstatutory subject matter for example, a computer that recognizes a 
particular grouping or sequence of musical notes read from memory and thereafter causes 
another defined series of notes to be played, requires a functional interrelationship among 
that data and the computing processes performed when utilizing that data. As such, a claim 
to that computer is statutory subject matter because it implements a statutory process." 

Appellant respectfully emphasizes that appellant claims "displa >tics... in a firsi inter face 

where "first additional information [is displayed],,. in a second interface separate from the first 
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interface upon the selection of an icon positioned in die first interlace and associated with one of the 
statistics, for drilling down from the first interface to the second interface," as claimed, (dearly, 
such claim language requires a functional interrelationship, in that first additional information is 
displayed in a second interface separate from a first interface upon the selection of an icon 

hj rst n s is _ v ' y 1 1 i > it t I « i ^ 1 v ' _ h rsl 

! * ! <xsl » s claimed Further, the selection of such icon results in a drilling io n >m tin. first 
interface to the second interface, as claimed. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 

On page 39, the issue of certain data in the claims being considered non- 
functional descriptive material was discussed. Appellant has cited MPEP 2106 with 
respect to non-functional descriptive material* This section of the tePEP deals with 35 
USO 101 issues and is not addressing the issue of claim interpretation for prior art 
purposes regarding the issue of non-functional descriptive material . The issue in the 35 
USC 103 rejection is not dealing with the issue of a statutory claim so appellants 
argument is not persuasive as ft is addressing a 101 issue when the issue at hand is 
claim interpretation and 35 USC 103. 

Appellant respectfully disagrees and notes that the above excerpt from MPEP 2106 concerning 
"[tjhe presence of the claimed nonfunctional desc-ripti ve material " (emphasis added) was 
appropriately cited in response to the Examiner's argument that "these differences are only found in 
the nonfunctional 1 Mtipme material and are not functionally involved in the steps or structure 
recited tempi , idded) as argued by the Examine? \gam appellant's claim language requires a 
functional interrelationship, in that first additional information is displayed in a second interface 
separate from a first interface upon the selection of an icon positioned In the first interface and 
as-iPiUkd v\ ith 1 1 s claimed Further, the selection 

of such icon results in a drilling down from the first interface to the second interface, as claimed. 



Similarly, the abovementioned claim language requires a functional relationship with respect to the 
third interface, in that second additional information is displayed in a third interface from the first 
interface and the second interface upon the selec i i vhe second 

interface and associated witli one of the patents , as claimed. Also, the selection of such additional 
icon result in a ilnHim: down from the second interface to the third interface, as claimed. 

hi the Examiner's Answer dated 08/25/2008, die Examiner has argued the following: 

On page 40 appellant argues thai the displaying 
of information in more than one Interface* (real y a w. tdo* > is < 
so the data should not be considered as non-functional. The selection of an icon does 
not mean that that displayed data is functional; It may very well be non-functional 
descriptive material that is displayed. Just because one selects an icon to display more 
data does not automatically render that data as functional. That argument is not 
persuasive. With respect to the actual data displayed, I is still seen as being directed to 
nonfunctional descriptive material as it is Just descriptive in nature and merely 
describes certain patent information. The data stored and displayed by the system is 
merely stored and retrieved and this does not present a functional relationship between 
the system and what is displayed. The argument is not persuasive. 

Appellant respectfully disagrees. First, appellant again notes that, as shown above, appellant clearly 
discloses "displaying statistics regarding a number of the patents of the set in each of the categories 
of technology in a first interface, displaying first additional information associated with at least a 
portion oi the patents I the set hy t e , [and] 

displaying second additional information associated with at least one of the patents of the list in a 
third interface separate from the first interface and the second interface " (emphasis added), as 
claimed, which is clearly supported by appellant's specification. Therefore, appellant does not 
mutch, claim an in terra i ; ; i . is real!} a window " as argued by the Examiner. 
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Further, with respect to the Examiner's remaining arguments that appellant's claimed language "is 
still seen as being directed to non-functional descriptive material as it is just descriptive in nature 
and merely describes certain patent information" et a!., appellant disagrees and again notes that the 
abovementioaed claim language does in fact require a functional relationship with respect to the 
third interface, in that second additional, information is lispla ' third in! face from the first 

» fa i i cot iterfac upc L e h 1 _i ! ' '-7 ' U L li_ I 'ond 

interface and associated with one of the p atents, as claimed. Also, the selection of such additional 
icon result in a drilling down from the second interface to the third interface, as claimed. 

In the Office Action dated 12/27/2007, the Examiner has argued the following: 

The statement that "wherein the manually entered notes, at least one of 
the manually selects files and the patents are aecess&le &y subsequent . 
sanction of the at least one identifier" does not provide for a positive recitation of 
accessing the notes, files or patents, not is there a positive recitation of trie at 
least one identifier being selected and thus this language is merely non- 
functional descriptive dm&. 

Appellant respectfully disagrees and notes that appellant specifically claims a technique "wherein 
the manually entered notes, at least one of the manual I \ selected files, and the patents are accessible 
by subsequent selection of the at least one identifier" (emphasis added), as claimed. 



in the Examiner's Answer dated 08/25/2008, the Examiner has argued the following; 



With respect to the issue of the f8es and patents be < ) tiono 

an identifies • . g seems to argue that this step is required in the claim. The 
examiner disagrees. The term "accessible" means that the Hies and patents are able to 
e accesses i ore This is lot a rec tation to a step of j < > ig he 

files arid patents Appelant is only recsng the ability for the files and patents to be 
accessed, not an actual step of accessing them Additionally, the instant examiner sees 
this as a moot point anyway because the prior art dearly teaches that the files and 
patents can be accessed by a user. The argument is not persuasive. 

Appellant respectfully disagrees and again notes that appellant specifically claims a technique 
"wherein the manually entered notes, at least one of the manually selected files, and the patents are 
accessible fay subsequent selection of the at least one identifier" (emphasis added), as claimed. 

Additionally, in the Office Action dated 12/27/2007, the Examiner has argued the following: 

The recitation of "wherein the notes field allows a user to cut and paste 
notes* is only descriptive of the notes field. There is no positive recitation of the 
user cutting and pasting notes In the notes field. 

Appellant respectfully disagrees and notes that appellant specifically claims a technique "wherein 
the notes field allows a user to cut and paste notes " (emphasis added), as claimed. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 

With respect to tie user being able to cut and paste in the notes field, this is 
Ox < ) limitation ! < < *-o to the ability for something to happen ond ss no! a recitation 
( nt- { t j u <> ~ * - t < 

there as a dstex e ^nea'e * * 
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Appellant respectfully disagrees and again notes that appellant specifically claims a technique 
"wherein the notes field allows a user to cut and paste notes" (emphasis added), as claimed. 

Further, in the Office Action dated .1 2/27/2007, the Examiner has argued the following: 

The recitation "wherein the file m selected utilizing a m structure field 
Including a file tee structure that slews a user to browse various folders where 
fifes have been previously stored, where the file structure is displayed 
simultaneously with the notes field on the same interface, the file selected 
«t8fern§ the file tree-structure including information from a source separate from 
the patents" does not provide a positive recitation of a lie being selected. The 
fact that the file structure field includes a file tree structure Is nomfynctsonal 
descriptive data. The fact that the file tree structure allows a user to browse 
various folders is not a positive recitation of folders actually being browsed. 
There is no positive recitation of displaying the file structure simultaneously with 
the notes field. Moreover, the fact that the file tree structure Includes information 
from a source separate from the patents is non-functional descriptive data, 

Appellant respectfully disagrees and notes that appellant specifically claims a technique "wherein 
the file is selected" (emphasis added), and further claims that "the file structure Is displ ay e<T 
(emphasis added), as claimed. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following; 
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W?th respect to the tile structure tfesd and the hie tree structure, the argument « 
not persuasive \ prior as > ssen as satisfying t ahe se only tt claimed 
is the selection of a file and the language about the user browstng. etc., is not seen as 
positively being claimed. As stated previously to allow something to occur is not the 
same as that something actually occurring. 

Appellant respectfully disagrees and again notes that appellant specifically claims a technique 
"wherein the Jij e J s „ .selected ' ' (emphasis added), and further claims that "the file structure is 
displayed " (emphasis added), as claimed 

Further still, in the Office Action dated 12/27/2007, the Examiner has argued the following: 

As for the limitation of "wherein the patents associated with the it least 
one identifier are Identified by searching a database including a comprehensive 
database of all patents issued by at least one government agency is non- 
functional descriptive data. 

Appellant respectfully disagrees and notes thai appellant specifically claims " searching a database 
including a comprehensive database of all patents issued by at least one government agency" 
(emphasis added), as claimed. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 

With respect to the database being recited as issued t>y at feast one government 
ane*tc\ >s d tooted !o no i Vx^ • , >, 
ssued the database Ail that matters > that 3 database ■>$ searched, the ent ;v thas 
issue the database or created it is language directed to non-functional descriptive 
matertat . 
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Appellant respectfully disagrees. Additionally, appellant notes that the Examiner has failed to 
respond to appellant 's arguments with respect to the aforementioned claim language. Thus, a notice 
of allowance or specific prior art showing of each of the foregoing claim elements, in combination 
with the remaining claimed features, is respectfully requested. 

Also, m the Office Action dated 12/27/2007, the Examiner has argued the following: 
As for the limitation "whefeta a set of tm patents Is reported by: 



displaying statistics regarding a number of patents of m set in each of the 




the patents of the list in a third interface separate form the first interface and 

interface and associated with one ol the patents, for drilling down from the 
* - i < to the thi tetface, whei the s< i additional information 
includes at feast one of a patent number, a status, an exemplary claim and an 
exemplary figure" the Examiner asserts the following: 
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All that the h required by the dstim limitations is displaying a technology 
mapping depicting a plurality of categories of technology, displaying statistics 
regarding a number of the patents of the set in each of the categories of 
technology in a first interface". 

Appellant respectfully disagrees and notes that appellant's claimed language is to be read as 
claimed, and thus clearly is not limited to "displaying a technology mapping depicting a plurality of 
categories of technology, displaying statistics regarding a number of the patent of the set in each of 
the categories of technology in a first interface," as suggested by the Examiner, 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 

x e < r ^42 he idle sge 43 of the Appeal 8net eilar? 
citesaportto " t i > ) he< is t i then sin states ft 

I H , t f <■ f ( f 0 ] if* 'I * ! XI 

mapping. ... and displaying statistics./ as suggested by the examiner. It is not clear as 
towha jrg e is g to conve t doe no eo; o no cx; od why the 
prior art does not disclose what is claimed. 

Appellant respectfully disagrees and again notes that the aforementioned claimed language is to be 
read as claimed, and thus clearly is not limited to "displaying a technology mapping depicting a 
plurality of categories of technology, displaying statistics regarding a number of the patent of the set 
in each of the categories of technology in a first interface" as suggested by the Examiner. 

in addition, in the Office Action dated 12/27/2007, the Examiner has argued, the following: 

Moreover, many of the differences between the prior art and applicant's 
claimed invention are deemed to be nonfunctional descriptive data, 
vp nt pectin $ rees md refers the Examiner to the above arguments. 
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In the Examiner's Answer dated 08/25/2008, the Examiner lias argued the following: 

With reopect so da> sapawd on pages- 43-44 aad fhs issue of the Oslo aaapj 
diiipo^yeO hoing sonasaarod so t5oo4^cdor?eL * das adaady dasa aooasssad ^ is 
fcur'-d raO^aoa^asiiW; as p-wviix;:dv sal d.W0. Ida idr-il; : itk>n rap^'ddi-p ihe displaying a* 
v<oaa\o N - C 

mp-eat ot s previously aaoda spi^am. 

Again, appellant respectfully disagrees, and refers the Examiner to the above arguments. 

The Examiner has also argued the following: 

Th« Examiner asserts that the data identifying what is displayed in the 
record adds little, if anything, to the claimed acts or steps and thus do no! serve 
as limitations on the claims to distinguish over the prior art. MPBP 21081V b 10) 
indicates that "nonfunctional descriptive materiaf is material "that cannot exhibit 
any functional interrelationship with the way the steps are performed" Arty 
differences related merely to the, meaning and information conveyed through 
data which does not explicitly alter or impact the steps is non-functional 
descriptive data. Except for the meaning to the human mind, the data identifying 
what is in the record does not functionally relate to the substrate and thus does 
not change the steps of the method as claimed. The subjective interpretation of 
the data does not paientaoiy distinguish the claimed invention 

Vp| el! u t i spet • il di a ees and notes that as shown above appellant s afoi men it nod claimed 
language does not constitute .nonfunctional descriptive material Appellant again emphasizes that 
appellant claims "displaying statistics... in a first interface" where "first additional information (is 
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displayed]... in a second interface separate from the first interface upon the selection of an icon 
positioned in the first interface and associated with one of the statistics, for drilling down from the 
first interface to the second interface," as claimed. Clearly, such claim language requires a 
functional interrelationship, in that first additiona! information is displayed in a second interface 
separate from a ft s interfa< e upon the selection • f an icon posit.i >ned in the first interface and 

> -> v i" j Qhe I i « u [ in the fi s kh! Ftirtl it 

of such icon results in a drilling down from the first interface to the second interface, as claimed. 

Again, the abovementioned claim language requires a functional relationship with respect to the 
third interface, in that second additional information is displayed in a third interface from the first 
interface and the second interface upon the selection of a n additional icon positioned in the second 
interface and associated with one of the patents , as claimed. Also, the selection of such additional 
icon results in a dif ' t_ wnfi an the second interface to the third interface, as claimed. 

T he Examiner has farther argued that "it would have been obvious to a person of ordinary skill in 
the art at the time the invention was made to display any type on the regions of the interface because 
such data does not functionally relate to the steps in the method claimed and because the subjective 
interpretation of the data does not patentably distinguish the claimed invention." 

hi view of the abo ve argument made by the Examiner, it seems the Examiner has simply dismissed 
the appellant's claim limitations under Official Notice, in response, appellant again points out the 
remarks above that clearly show the manner in which some of such claims further distinguish the 
Rivette and Barneti references. Appellant thus formally requests a specific showing of the subject 
matter in ALL of the claims in any future action. Note excerpt from MPEP below. 

"If the appellant traverses such an [Official Notice] assertion the examiner should cite a reference in 
support of his or her position." See MPEP 2144.03. 

In the Examiner's Answer dated 08/25/2008. the Examiner has argued the following; 



On page 45 o? t Appeal Brief the vU argues k ;he examiner has 
n correctly taken < it " lerftnoe. The snsiai 

was take on the r. j-cv\ v respec etht »sueoi x yp* d sa be } 

! <-* <?0 KX i M , M Ifi p< i - 'l\ 'v J , > >l > 

t - i <<1] , > ' 

i 'M*> sMi » sne ^ 1 

can select and choose what the data is mat is to be displayed and this amounts to a 

t otton ot what Kind o < e material $ ;o da 

d splayed 

Appellant respectfully disagrees and points out the above argument argued by the Examiner on Page 
21, first paragraph of the Office Action dated 12/27/2007. Additionally, appellant refers the 
Examiner to the above arguments that clearly address the Examiner's arguments of non- 
functionality. 

Furthermore, in the Office Action dated 12/27/2007, the Examiner has argued the following: 

Furthermore, applicants disclosure states that the summary report 1SO0 
may be generated in any desired manner and the details of report 1800 may be 
generated In any desired manner (page 32, lines 14-15 and page 33, line 15) 

Thw, at the lime the invention was made, it would have heen an obvto 
mater of design choice to a person of ordinary skill m the art to display the report 
as Rivette and Bamett nave since applicant has not disclosed that displaying the 
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report m applicant now claims provides m advantage, ts used for a particular 
purpose, or solves a stated problem. One of ordinary skill in the art would have 
expected applicant's invention to perform equally well win the reports and the 
details of the reports being generated in any desired manner , as set forth by 
application. 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to display the reports and the details of the reports in 
any desired manner since, as applicant admits above, there is no advantage, 
particular purpose, or solution to a problem being solved. 

In view of the above argument made by the Examiner, it seems the Examiner has simply dismissed 
the appellant's claim limitations under Official Notice. In response, appellant respectfully disagrees 
and notes that the language of each of a ppellant's independent claims specifically discloses the way 
in which a set of the patents is reported, as claimed, and not that the set of patents may be reported 
"in any desired manner," as suggested by the Examiner. Additionally, appellant notes that appellant 
has not admitted that "there Is no advantage, particular purpose, or solution to a problem being 
solved'' in appellant's claimed language, as asserted by the Examiner. In fact, appellant again points 
out the remarks above that clearly show the manner in which some of such claims further 
distinguish the Rivette and Barnett references. Appellant thus formally requests a specific showing 
of the subject matter in ALL of the claims in any future action. See MPEP 2144.03, as cited 
hereinabove. 

In the Examiner's Answer dated OS 25. 2008, the Examiner has argued the following: 
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With respect to pages 45-40 of the Appeal Srsef and with respect to the Issue o? 

.It > x ! f\ <• P ) o v {. < >*-P 

obvious to display the report as is done In the prior art because the appellant has not 
' > 1 d that d laying -he repot e manner < ed ok ng any pa cut; 
problem or produces any unexpected result. In response trie appellant argues that the 
examiner has incorrectly taken "official notice" and fiat the examiner hm not considered 
alt c ed limitations, The instant examiner disagrees and does not see where the 
examsner has laker: official notice In the Final rejection and does not see why the prior 
art rejection Is in error with respect to this Issue. What is the cnticasity of what is 
claimed? 

Appellant respectfully disagrees. First, appellant directs the Examiner's attention to the above 
argument argued by the Examiner on Page 2L last paragraph, to Page 22, first paragraph, of the 
Office Action dated 12/27/2007. Additionally, appellant again notes that the language of each of 
appellant's independent claims specifically discloses the way in which a set of the patents is 
reported, as claimed. Further, appellant again points out the remarks above that clearly show the 
manner in which some of such claims are further distinguished from the Rivette and Barnett 
references. 

The Examiner has additionally argued that the "fact that the notes and fd.es are made accessible to 
other parties utilizing e-mail is old and well known." Specifically, the Examiner has argued that "tt 
would have been obvious to one of ordinary skill in the art at the time of the invention to utilize e- 
vnail as a way of communication 

4 pt lant respectful!} disagrees and points out that appellant specifically claims a technique 
"wherein the notes and at least one of the files are made accessible to other parties utilizing e-mail " 
as claimed. Appellant respectfully asserts that simply alleging that e-mail is well known, as noted 
by the Examiner, fails to consider the full weight, of appellant's claimed limitation, namely that "the 
notes and at least one of the files . are madt acj tss hie to other parties utilizing e-mail" (emphasis 

tdded) as wkumed 
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Still yet, the Examiner has argued that "because of the way [the aforementioned claim language] is 
worded, it could encompass a person e-mailing another person to come look at the notes and files." 
Appellant disagrees and respectfully asserts that appellant's claims that "the notes and at least one of 

the tiles are hi > ■ v utilizing e-mail tempi fded) as claimed Clearh making 

notes and at leas! one 1d icecsstbi ui.il n ; i -hui as claimed does not simpls encompass a 
person e-raailing another person to come look at the notes and files," as noted by the Examiner, in 
particular, in the situation where a person e-mails another person to come look at the notes and files, 
as suggested by the Examiner, requires the person to personally make the notes and files accessible 
to the other person. 

In the Office Action dated 12/27/2007, the Examiner has argued the following: 

A traverse* is a denial of an opposing patty's allegations of fact/ 5 The 
Examiner respectfully submits that applicants' arguments and comments do not 
appear to traverse what Examiner regards as knowledge that would have btm 
generally available to one of ordinary skill in the art at the time the invention was 
made. Even if one were to interpret applicants' arguments and comments as 
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constituting a traverse, applicants' arguments and comments do not appear to 
constitute m &$mu$U traverse because applicant has not specifically pointed 
out the supposed errors in the examiner's action, which would include stating 
why the noticed fact is not considered to he common knowledge orweMnown in 
the art. 27 CFR 1.104(d)(2), MPEP 707,0713}- An adgojjaje traverse must 
contain adequate information or argument to create on its face a reasonable 
doubt regarding the circumstances Justify ing Examiners notice of what is wail 
known to one of ordinary skill in the art, to m Soon. 439 F.2d 724, 728, 180 
U SPQ 231 , 234 {CCPA1 971 ). If applicant does not seasonably traverse the well 
known statement during examination, then the object of the well known 
statement is taken to bo admitted prior art. In re Chevenard, 139 F,2d 71, 80 
USPQ 239 CCCPA 1943). MPEP 2144.03 Reliance on Common Knowledge in 
the Art or "Well Known* Prior Art. in view of applicants failure to adequately 
traverse official notice., the following are admitted prior art: 

wherein notes and fifes are made accessible to other parties utilizing e- 

mail. 

Appellant respectfully disagrees and again points out. that, simply alleging that e-mail is well known, 
as rioted by the Examiner, fails io consider the full weight of appellant s claimed limitation, namely 
that "the notes and at least one of the files are made accessible to other parties utilizing e-mail" 
(emphasis added), as claimed. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the follow ing: 
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W in respect to the use of email ana the limitation regarding that \m files are 
ti< t t < < h ?g <• fi - <. ,mms, 

of en * net > • ,x - s -> snown to one of ord ui > 5k ^ the art To 

^ n e that fiN mx! patents are e< e to be accc ed}b nail is jus 

reciting that ability for those files to be sent by email To start with, the ties and patents 
of the prior art are accessible so that part of the language is satisfied . To minor 
difference of using email is something that Involves no more than ordinary ski in the art 
and is well within the knowledge of one of ordinary skill in the art. With respect to the 
argument that making fifes and patents accessible by email does not aliow for the files 
and patents to be sent by email, this is not persuasive One way to make the flies and 
patents accessible to another is to email them by using email. This situation satisfies 
wiiuf s <. m 1 

Appellant respectfully disagrees and again notes that appellant specifically claims a technique 
"wherein the notes and at least one of the files are made accessible to other parties utilizing e-mail" 
as claimed, and not "simply the use of email," "using email," or "that ability for those files to be 
sent by email" as argued by the Examiner. Additionally, appellant notes that appellant has not 
stated that "making files and patents accessible by email does not allow for the files and patents to 
be sent by email," as argued by the Examiner. Again, simply alleging that e-mail is well known, as 
noted by the Examiner, fails to consider the full weight of appellant's claimed limitation, namely 
that "the notes and at least one of the files are made accessible to other parties utilizing e-mail" 
(emphasis added), as claimed. 

To establish a prima facie case of obviousness, three basic criteria must be met. First there must be 
some suggestion or motivation, either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of success. Finally, the prior art reference 
(or references when combined) must teach or suggest ail the claim limitations. The teaching or 
suggestion to make the claimed combination and the reasonable expectation of success must both be 
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found in the prior art and not based on appellant's disclosure. In re Vaeck, 947 F.2d 488, 20 
USPQ2d 1438 (Fed.Cir.1991), 

Appellant respec tfully asserts that at least the third element of the prima facie case of obviousness 
has not been met, since the prior art. excerpts, as relied upon by the Examiner, foil to teach or 
suggest aH of the claim limitations, as noted above. 

Group #2.- Claim 2 

With respect to Claim. 2, the Examiner has relied on Figure 1.47 and Paragraphs [01 17j-[0120] and 
[0133]-[0B4] in Rivette to make a prior art showing of appellant's claimed technique "wherein the 
at least one .identifier is determined by selecting an already-existing identifier." 

Appellant respectfully asserts that Figure 147 in Rivette merely relates to a list of patents in a 
repository, which clearly does not even suggest that "the at least one identifier is determined by 
selecting an already-existing identifier," particularly where "manually entered notes [are associated] 
with the at least one identifier" and "a plurality of patents [are] associated with the at least one 
identifier," in the context claimed (see independent claim for context). 

In addition. Paragraphs [0117>[0120] and [0133]-[0134] in Rivette simply disclose an "example 
console screen shot." "an example screen shot for creating a group note," "example tools bars from 
the console screen display," "a stacked folder icon used to represent shared groups," and. "an 
example console used to describe shared groups." Clearly, none of such excerpts specifically 
disclose the "the at least one identifier/ 1 as appellant claims, in which "manually entered notes [are 
associated] with the at least one identifier and "a plurality of patents [are] associated with the I at 
least one identifier," in the context claimed. In view of the absence of appellant's claimed "at least 
one identifier" in such experts, such, excerpts simply do not more specifically disclose that "the at 
least one identifier is determined by selecting an already-existing identifier," as claimed. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 
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foi e f*«?n *I ttiv argument ts aof pers^as ve -\. 
147 of Rivelte does not snow what is claimed, which is wherein at ieasl one identifier is 

< < ay sfsk-cfirg anotner • ^ * Q <3ertt*fier The "existing identifier* can be 
a t u to bo the selection or any * h iff upon t k c ^ * s ' » * > what is 
to be display* h'whti sclucies notes to ) ?is ■* l x>wn ;n figure 14 > ^ 
seems to satisfy what is claimed. Also, w=th respect to claim 2 this is not even a method 
cm j 'i f j to I* r . a" \- >s aa ^ 1 u _ ^ L t< i — > v> ae N ^ e^ 
much weight as claim 2 is directed to the computer program product, not a method. 

Appellant respectful iy disagrees and notes that appellant specifically claims a technique "wherein 
the at least, one identifier is determined by selecting an already-existing identifier;' and not a 
technique "wherein at least one identifier determined by selecting another existing identifier" 
(emphasis added), as argued by the Examiner. Additionally, appellant's claimed language, in the 
specific context claimed by appellant, clearly does not merely disclose t4 the selection of any 
identifier, which upon selection determines what is to be displayed," as argued by the Examiner. 

More specifically, as claimed by appellant, "manually entered notes [are associated] with the at least 
one identifier" and "a plurality of patents [are] associated with the at least one identifier," in the 
context claimed (see Claim 1). Therefore, Figure 147 in Rivette merely relates to a list of patents in 
a repository, which clearly does not even suggest that "the at least one identifier is determined by 
selecting an a heady -existing identifier," in the context specifiealiy claimed by appellant. Further, 
appellant respectfully disagrees with the Examiner's assertion that "arguing the manner by which an 
identifier is selected is not seen as receiving much weight." 

Again, appellant respectfully asserts that at least the third element of the prima facie case of 
obviousness have not been met, since the prior art excerpts, as relied upon by the Examiner, fail to 
teach or suggest aH of the claim limitations, as noted above. 



Group 113: Claim 4 



With respect to Claim 4, the Examiner has relied on Official Notice in rejecting appellant's claimed 
technique "wherein the at least one identifier is determined by selecting an already-existing 
identifier utilizing a pull-down menu." Specifically, the Examiner has argued that it is obvious 
because, for example, "while doing a search in fast, the Examiner may use a number from a pull 
down menu to select a search and then store tins search as a new search." in addition, the Examiner 
has argued that "it would have been obvious... to incorporate a pull-down menu... so as to allow for 
easy access to the identifiers," 

Appellant respectfully disagrees and asserts that, as noted above with respect to the independent 
claims, Riveite foils to even suggest that "the at least one identifier is determined by selecting art 
already-existing identifier," in the context claimed, such that it would not have been obvious for '"the 
at least one identifier is determined by selecting an already-existing identifier utilizing a pull-down 
menu," as u gestc 1 b\ th< I < mi iet In fact, appellant respectful h asserts that simplv using a 
number from a pull down menu to select a search and then storing the search as a new search, as 
noted by the Examiner, does not even relate to appellant's claimed "identifier" in which "manually 
entered notes [are associated] with the at least one identifier" and "a plurality of patents [are] 
associated with the lat least one identifier," in the context claimed, (see independent claim for 
context). 

Thus, it again seems that the Examiner has simply dismissed the aforementioned claim language 
under Official Notice. In response, appellant again points out the remarks above that, clearly show 
the manner in which some of such claims further distinguish Rivette. Appellant thus formally 
requests a specific showing of the subject matter in ALL of the claims in any future action. See 
MPEP 2144.03, as cited hereinabove. 

In the Office Action dated 12/27/2007, the Examiner has argued the following: 

In view of applicant's failure to adeqy&ialy 

traverse official notice, the following are adm&0d prior art: 

wherein the at teas! one identifier is determined: by selecting an already 

existing identifier utilizing a pulldown menu. 



Appellant, respectfully disagrees and again notes that Rivette fails to even suggest that "the at least 
one identifier is deferaiin I electing an alrea ng idei tihes m the context claimed, such 

that it would not have been obvious for 'the at least one identifier is determined by selecting an 
already-existing identifier utilizing a pull-down menu," as suggested by the Examiner. In fact 
appellant respectfully asserts that simply using a number from a pull down menu to select a search 
and then storing die search as a new search, as noted by the Examiner, does not even relate to 
appellant's claimed "identifier" 1 in which "manually entered notes [are associated > ith the at least 
one identifier'" and "a plurality of patents fare] associated with the fat least one identifier," in the 
context claimed (see independent claim for context). Therefore, appellant has set forth an adequate 
traverse, and formal ly requests a specific showing of the subject matter in ALL of the claims in any 
future action. See MPEP 2144.03, as cited hereinabove. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 

With respect to claim 4, appellant has relied upon the argument that Rivette does 
i \«K o io < ul t f m < ^ k N { x entre The 

> f i> <h < if II t f ) f r*. put! 

down menu and this individual aspect does not set- e to u^tw o b> <\ : r 
i if t i if i pt K>f i i ea ' 

puh dow- neiw" to > * t ot t n i K t t 

The use of pi; * down menus n very as! known -j the art. 

Appellant respectfully disagrees and notes that appellant specifically claims a technique "wherein 
the at least one identifier is determined by sMegting.^ utilizing a pull- 

down menu" (emphasis added), as claimed. As a result, appellant's claimed language does not 
merely "relat[e] to the use of a pull down menu." as argued by the Examiner. 

Additionally, appellant again asserts that, as noted above with respect to the independent claims, 
Rivette fails to even suggest that "the at least one identifier is determined by selecting an already- 
existing identifier," in the context claimed, such dtat it would uot have been obvious for "the at least 
one identifier [to be] determined by selecting an already-existing identifier utilizing a pull-down 
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menu " as suggested by the Examiner. Additionally, the failure of Rivette to disclose appellant's 
claimed language, as noted above, further fails to suggest that "'the limitation of the selection of an 
identifier is in the prior art./' as argued by the Examiner. 

Again, appellant respectfully asserts that simply using a number from a pull down menu to select a 
search and then sto f th irch as a new search as noted b\ the I tarainer, does not even relate to 
appellant's claimed "identifier" 1 in which "manually entered notes [are associated; with the at least 
one identifier'" and "a plurality of patents [are] associated with the lat least one identifier," in the 
context claimed (see independent claim for context). 

Again, appellant respectfully asserts that at least the third element of the prima facie case of 
obviousness have not been met, since the prior art excerpts, as relied upon by the Examiner, fail to 
teach or suggest ah of the claim limitations, as noted above. 

Group M: Claim 5 

With respect to Claim 5, the Examiner has relied on Official Notice in rejecting appellant's claimed 
technique "wherein the at least one identifier is determined utilizing an add icon/" Specifically, the 
Examiner has argued that "[i]t is old and well known to add a file and thus create a new file with a 
new identifier." In addition, the Examiner has argued that "it would have been obvious... to 
incorporate... an add icon.. . so as to allow for easy access to the identifiers." 

Appellant respectfully disagrees and again asserts that, as noted above with respect to the 
independent claims, Rivette fails to even suggest "the at least one identifier" in the context claimed 
by appellant, such that it would not have been obvious to determine such identifier utilizing an add 
icon, in the context claimed. 

Thus, it again seems that the Examiner has simply dismissed the aforementioned claim language 
under Official Notice. In response, appellant again points out the remarks above that clearly show 
the manner in which some of such claims further distinguish Rivette. Appellant thus formally 
requests a specific showing of the subject matter in AFX of the claims in any future action. See 
MPEP 2544.03, as cited hereinabove. 



In the Office Action dated 12/27/2007, the Examiner has argued the following: 

in view of applicant's failure to adequately 

traverse official notice, the following are admits prior art; 

wherein the at least one identifier is determined utilizing an add icon 

Appellant respectfully disagrees and again notes that Rivette fails to even suggest "the at least one 
identifier" in the context claimed by appellant, such that it would not have been obvious to 
determine such identifier utilizing an add icon, in the context claimed. Therefore, appellant has set 
forth an adequate traverse, and formally requests a specific showing of the subject matter in ALL of 
the claims in any future action. See MPEP 2144.03, as cited hereinabove. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 

For claims 5,6, with respect to the "add icon* and the "modify icon", appellant has 
argued that Rivette does not disclose the "at least one identifier* \n ine context claimed., 
This ts not persuasive. Appellant seems to argue that because the identifier is not in the 
prior art then the issue of the add km cannot be obvious. This does not seem to be 
addressing the issue of whether or not it is obvious to use an add icon. 

Appellant respectfully disagrees and notes that appellant specifically claims a technique "wherein 
the at least one identifier is determined utilizing an add icon " (emphasis added), as claimed. 
Therefore, as noted above with respect to the independent chums, Rivette fails to even suggest ""the 
at least one identifier" in the context claimed by appellant, such that it would not have been obvious 
to determine such identifier ufiii;'irm an add icon, in the context claimed. 

Again, appellant respectfully asserts that at least the third element of the prima facie case of 
obviousness have not been met, since the prior art excerpts, as relied upon by the Examiner, fail to 
teach or suggest all of the claim limitations, as noted above. 
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Group US; Claim 6 



With respect to Claim 6, the Examiner has relied on Official Notice in rejecting appellant's claimed 
technique "wherein the at least one identifier is determined utilizing a modify icon." Specifically, 
tht f xarnin > 1 • ued that "[i]t is old and well known to... modify the name of a file thus creating 
a new identifier." In addition, the Examiner has argued that "ii would have been obvious... to 
incorporate, , ,a modify icon. , .so as to allow for easy access to the identifiers." 

Appellant respectfully disagrees and again asserts that, as noted above with, respect to the 
independent claims, Rivefie fails to even suggest "the at least one identifier" in the context claimed 
by appellant, such that it would not have been obvious to determine such identifier utilizing a 
modify icon, in the context claimed. 

Thus, it again seems that the Examiner has simply dismissed the aforementioned claim language 
under Official Notice. In response, appellant again points out the remarks above that clearly show 
the manner in which some of such claims further distinguish Rivette. Appellant thus formally 
requests a specific showing of the subject matter in ALL of the claims in any future action. See 
MPEP 2144.03, as cited hereinabove. 

In the Office Action dated 12/27/2007, the Examiner has argued the following: 

In view of applicant's failure to adequately 

traverse official notice, the following are admitted prior art: 

the at feast one identifier is deterniined utilizing a modify icon 

Appellant respectfully disagrees and again notes that Rivette fails to even suggest "the at least one 
identifier" in the context claimed by appellant, such that it would not have been obvious to 
determine such identifier utilizing a modify icon, in the context claimed. Therefore, appellant has 
set forth an adequate traverse, and formally requests a specific showing of the subject matter in ALL 
of the claims in any future action. See MPEP 2144.03, as cited hereinabove. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following: 
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For claims 5,6, with respect to toe *add teorf and ihe "modify icon*, appellant has 
arr^uee n^t R^lV^r-s^s oi - - , w - i-sOcJawo 

This is not persuasive. Appellant mom to argue that because the identifier is not in the 
prior art then Ihe issue of (he add icon cannot be obvious, Ths$ does not seem to he 
add?ess nq !h e issue oi whether or no; 4 is obvious to use an add scon. 

Appellant respectfully disagrees and notes that appellant specifically claims a technique "wherein 
the at least one identifier is determined utilizing a modify icon" (emphasis added}., as claimed. 
Therefore, as noted above with respect to the independent claims, Rivette fails to even suggest "the 
at least one identifier" in the context claimed by appellant, such that it would not have been obvious 
to determine such identifier utilizing a modify icon, in the context claimed. 

Again, appellant respectfully asserts that at least the third element of the prima facie case of 
obviousness have not been met, since the prior art excerpts, as relied upon by the Examiner, fail to 
teach or suggest ail of the claim limitations, as noted above. 

Group U6: Claim 7 

With respect to Claim 7, the Examiner has relied on Figure 58 and item 13706 from Figure 137 in 
Rivette to make a prior art showing of appellant's claimed technique "wherein the notes field allows 
a user to cut and paste notes." 

Appellant respectfully asserts that Figure 58 from Rivette merely shows the tool bar described with 
respect to Figure .137. However, appellant respectfully asserts that the description of item 1.3706 in 
Figure 137, as relied on by the Examiner, only discloses that "[a]n operator presses a Delete The 
Selected Group Or Patent Note button 13706 in order to delete the note selected in the Notes 
window 11708" (see Paragraph [1 173]~emphasis added). Cleat* 1 dj U lin g a group or patent, as in 
Rivette, fails to meet appellant's claimed "notes field [thai] allows a user to cut d paste nose 
(emphasis added), as claimed. 

In the Examiner's Answer dated 08/25/2008, the Examiner has argued the following; 
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With respect to claim 7, $i that Is metof Is that the notes •» : • . . -o- one lo 
cut and paste notes. Cutting and pasting is a very basis concept to word processing 
^ v 'St. o i m l f a ft . kj 

> f ed be< se o m earned to they could cut and paste from the 
notes field into Mtoosof Word Nothing in the poor art would stop someone from 
usffvg a word p-ocesssro. program to cut and post from the notes fried. Appelant has 
only recited the ability to do this In the notes field and this Is a very basis thing in word 
processing and the prior art has the aoiiity to do what is claimed- As stated previously, 
appellant ts not a * recited cutting and pasting Just the abilllv to ast and paste, 
there ss a difference Delween Ida two. 

Appellant respectfully disagrees. First, appellant clearly claims a technique "wherein the notes field 
allows a user to cut and paste notes '' (emphasis added), as claimed. Further, it appears that the 
Examiner has relied on. Microsoft Word™, which constitutes a reference separate from those in the 
relevant rejection under 35 U.S.C. 103(a). Further, it is noted that the Examiner has failed to cite 
specific motivation in the relevant referenced) to support the case for combining the Microsoft 
Word™ reference. The Examiner is reminded that die Federal Circuit requires that there must be 
some logical reason apparent from the evidence of record that would justify the combination or 
modification of references. In re Kegel, 188 USPQ 132 (CCPA 1.975). Thus, the reliance on the 
Microsoft Word™ reference, on its face, is clearly improper. 

Further still appellant again notes that the excerpts from Rivette relied on by the Examiner merely 
disclose that "|ajn operator presses a Delete The Selected Group Or Patent Note button 13706 in 
order to delete the note selected in the Notes window ! 1 70S'" {see Paragraph [1173] - emphasis 
added). Again, deleting a group or patent, as in Rivette, tails to meet appellant's claimed "notes 
field [that] allows a user n t i r ind pas es mphasis added), as claimed 
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Again, appellant respectfully asserts that at least the third element of the prima, facie case of 
obviousness have not. been met, since the prior art excerpts, as relied upon by the Examiner, fail to 
teach u! su gc * ti of the claim limitations, as noted above. 

In view of the remarks set forth hereinabove, all of the independent claims are deemed allowable, 
along with any claims depending therefrom. 
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In the event a telephone conversation would expedite the prosecution of this application, the 
Examiner may reach the undersigned at {408} 971-2573. For payment of any additional fees due 
in connection with the filing of this paper, the Commissioner is authorized to charge such fees to 
Deposit Account No. 50-1351 (Order No. SVIPGP002B). 



Respectfully submitted, 



By /KEViNZILKA/ Date: . October 27, 2008 

Kevin J. Zilka 
Reg. No. 41,429 

Zilka-Kotab, P.O. 

P.O. 8ox721120 

San Jose, California 95172-1 120 

Telephone: (408)971-2573 

Facsimile: (408) 971-4660 
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